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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 1 to 7, which are all of the clains

pending in this application.

W REVERSE and REMAND
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BACKGROUND

The appel lants' invention relates to a device for
conveyi ng thin workpieces used in the printing technol ogy
field. An understanding of the invention can be derived from
a reading of exenplary claiml1, the sole independent claimon
appeal , reproduced bel ow.

1. A device for conveying thin workpieces used in
the printing technology field, conprising:

at | east one noveabl e conveyi ng el enent having an
el ectrically insulating contact surface for supporting at
| east one of the workpieces as it is being conveyed, said
conveying el enment fornmed w thout electrode material;

a d.c. voltage source supplying at least a first
vol tage potential; and

a plurality of contacts di sposed to engage said
contact surface of said conveying elenment, said plurality
of contacts including a group of contacts electrically
connected to said first voltage potential;

said plurality of contacts for applying regions of
charge density to said conveying elenent to hold the
wor kpi ece on said contact surface of said conveying
el ement .

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Bannai et al. 5,121, 170 June 9,

1992
(Bannai )
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Sugi yama JP 61-124455 June 12, 1986
Kasahar a JP 06-171755 June 21, 19942

Clainms 1 to 7 stand rejected under 35 U.S.C. § 112 as
bei ng based on an i nadequate disclosure and contai ni ng new

matter.

Clainms 1 to 7 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Bannai or Sugi yana or Kasahar a.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 13,
mai | ed February 11, 2000) for the exami ner's conplete
reasoning in support of the rejections, and to the brief
(Paper No. 12, filed February 2, 2000) for the appellants

argunent s t her eagai nst.

! A copy of the translation of Sugiyama provided by the
USPTO i s attached for the appellants' conveni ence.

2 A copy of the translation of Kasahara provided by the
USPTO i s attached for the appellants' convenience. W direct
the examiner's and the appellants' attention to Figure 7 of
Kasahara and the rel ated di scussion thereof found on pages 3-4
of the translation.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we mnmaeke the

deter m nati ons which foll ow.

The 35 U.S. C. § 112 Rejection

W will not sustain the rejection of clains 1 to 7 under

35 U S.C 8§ 112.

In the answer, the examner rejected clains 1 to 7 under
35 U.S.C. 8 112 as being based on an inadequate disclosure and
containing new matter. The full explanation of the rejection
(answer, p. 5) is that

Al of the clains require the conveying el enment to be

"formed without electrode material". Applicants referred
to page 8 lines 19-21 and page 13, lines 18-19 for
support of the new claimlanguage. Page 8, |ines 19-21

states that there are "no el ectrodes” in the belt and
page 13, lines 18-19 state that the belt is "forned of
dielectric material". It is the exam ner's understandi ng
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that the dielectric material is nmade fromthe sane

mat eri al (conductive) that el ectrodes are nade.
Therefore, the clains are not supported by the origina
di scl osure.

Qur understanding of this rejection is that it is based
on the witten description requirenent set forth in the first

paragraph of 35 U.S.C. § 112.

The witten description requirement serves "to ensure
that the inventor had possession, as of the filing date of the
application relied on, of the specific subject natter |ater
clainmed by him how the specification acconplishes this is not

material." In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96

(CCPA 1976). In order to neet the witten description

requi renent, the appellants do not have to utilize any
particul ar form of disclosure to describe the subject matter
cl ai med, but "the description nust clearly allow persons of
ordinary skill in the art to recognize that [he or she]

i nvented what is clained." |In re Gosteli, 872 F.2d 1008,

1012, 10 USPQ2d 1614, 1618 (Fed. Cr. 1989). Put another way,

"the applicant nmust . . . convey with reasonable clarity to
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those skilled in the art that, as of the filing date sought,

he or she was in possession of the invention." Vas-Cath, |Inc.

v. Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117

(Fed. Cr. 1991). Finally, "[p]recisely how cl ose the
ori ginal description nust conme to conply with the description
requi renment of section 112 nust be determ ned on a

case-by-case basis." Eiselstein v. Frank, 52 F.3d 1035, 1039,

34 USPRd 1467, 1470 (Fed. G r. 1995) (quoting Vas-Cath, 935

F.2d at 1561, 19 USPQ2d at 1116).

Wth this as background, we turn to the exam ner's

rejection under 35 U.S.C. § 112.

Initially, we find the exam ner's statenent that
"dielectric material is made fromthe sane materi al
(conductive) that electrodes are nade" to be incorrect since

"dielectric" is defined® as "a nonconductor of electricity.”

® The Anmerican Heritage® Dictionary of the English
Language, Third Edition copyright 1992 by Houghton Mfflin
Conpany.
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Thus, dielectric material is not the sane material from which

el ectrodes are made.

Secondly, it is our viewthe clained [imtation that the
conveying elenment is "forned without el ectrode nmaterial"™ finds
witten description support in the original disclosure cited
by the examiner. |In that regard, the conveyor belt 1 is
di scl osed (specification, page 13, lines 18-19) as being
"fornmed of a dielectric material” which nmeans that the
conveyor belt 1 is formed from nonconductive material (i.e.,
material not suited for conducting, or put another way,
material not suitable for being an electrode). In addition,
it is our viewthat the appellants' two-|ayer conveyor belt
301 does provide support for the conveying el ement being
"fornmed without electrode material” since the inner surface of
belt 301 is electrically conductive (i.e., made from materia

suitable for being an el ectrode).

For the reasons set forth above, the decision of the
examner to reject clains 1 to 7 under 35 U S.C. § 112 is

rever sed.
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The 35 U.S.C. §8 103 Rejection

W will not sustain the rejection of clains 1 to 7 under

35 U.S.C. § 103.

In the answer, the examner rejected clains 1 to 7 under
35 U.S.C. 8 103 as being unpatentabl e over Bannai or Sugiyanma
or Kasahara. The full explanation of the rejection (answer,
p. 4) is that

Applicants have disclosed plural equival ent

enbodi nrents (Figures 2, 4, 6, 8, 9, 10, 11, 12 and 14).

Since the teachings in the three prior art devices are

functional equivalents to the disclosed and cl ai ned

el ectrostatic charge attracting systens, the clains are
obvi ous over those teachings.

The Suprene Court observed in G ahamyv. John Deere Co.,

383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966):

While the ultinmate question of patent validity is
one of law, . . . the 8 103 condition [that is,
nonobvi ousness] . . . lends itself to several basic
factual inquiries. Under 8 103, the scope and
content of the prior art are to be determ ned;

di fferences between the prior art and the clains at
i ssue are to be ascertained; and the |evel of
ordinary skill in the pertinent art resol ved.

Agai nst this background, the obvi ousness or

nonobvi ousness of the subject matter is determ ned.
Such secondary considerations as commercial success,
long felt but unresol ved needs, failure of others,
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etc., mght be utilized to give light to the

ci rcunst ances surrounding the origin of the subject
matter sought to be patented. As indicia of

obvi ousness or nonobvi ousness, these inquiries my
have rel evancy.

Thus, initially, the scope and content of the applied
prior art are to be determned. This the exam ner has not
done. Next, the differences between the applied prior art and
the clains at issue are to be ascertained. The exam ner has
not ascertained the actual differences between the applied
prior art (i.e., Bannai or Sugiyama or Kasahara) and the
clainms at issue (i.e., clains 1 to 7). Then, the exam ner
nmust determne if the ascertained differences between the
subj ect matter sought to be patented and the prior art (i.e.,
Bannai or Sugi yama or Kasahara) are such that the subject
matter as a whol e woul d have been obvious at the tine the
i nvention was made to a person having ordinary skill in the
art. The exam ner has not determ ned that the actua
di fferences between the subject matter sought to be patented
and Bannai or Sugi yanma or Kasahara are such that the subject
matter as a whol e woul d have been obvious at the tine the

i nvention was made to a person having ordinary skill in the
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art. Since the exani ner has not nmade the above-noted
determ nati ons necessary to support a rejection under 35

U S.C § 103, the exanm ner has not established a prima facie

case of obvi ousness® and accordingly the decision of the
examner to reject clains 1 to 7 under 35 U S.C. § 103 is

rever sed.

We remand the application to the examner to (1)
determ ne the scope and content of the applied prior art; (2)
ascertain all the differences between Bannai or Sugiyam or
Kasahara and clains 1 to 7; and (3) determine if the
di fferences between the subject matter sought to be patented
and Bannai or Sugi yanma or Kasahara and any ot her rel evant
prior art are such that the subject matter as a whol e woul d

have been obvious at the tine the invention was nade to a

“1In rejecting clains under 35 U S.C. 8§ 103, the exam ner
bears the initial burden of presenting a prima facie case of
obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28
USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of
obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the prior art to arrive at the clainmed
invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd
1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,
1016, 173 USPQ 560, 562 (CCPA 1972).
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person having ordinary skill in the art. In making this

obvi ousness determ nation, we rem nd the exam ner that to
establ i sh obvi ousness, there nust be sone notivation,
suggestion or teaching of the desirability of naking the
speci fic conbination that was made by the appellants. See In
re Dance, 160 F.3d 1339, 1343, 48 USPQ2d 1635, 1637 (Fed. G r

1998); In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127

(Fed. Cir. 1984). Even when obviousness is based on a single
prior art reference, there nust be a show ng of a suggestion
or notivation to nodify the teachings of that reference. See

In re Kotzab, 217 F.3d 1365, 1370, 55 USPR2d 1313, 1316-17

(Fed. Gir. 2000).

The notivation, suggestion or teaching may cone
explicitly fromstatenents in the prior art, the know edge of
one of ordinary skill in the art, or, in sone cases the nature

of the problemto be solved. See In re Denbiczak, 175 F.3d

994, 999, 50 USPQ2d 1614, 1617 (Fed. G r. 1999). In addition,
the teaching, notivation or suggestion nay be inplicit from
the prior art as a whole, rather than expressly stated in the

references. See WWMS Ganming., Inc. v. International Gane Tech.
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184 F.3d 1339, 1355, 51 USPQ2d 1385, 1397 (Fed. Gir. 1999).
The test for an inplicit showing is what the conbined

t eachi ngs, know edge of one of ordinary skill in the art, and
the nature of the problemto be solved as a whole woul d have
suggested to those of ordinary skill in the art. See In re
Kel ler, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981) (and
cases cited therein). \Wether the exanm ner relies on an
express or an inplicit show ng, the exam ner nust provide

particular findings related thereto. See Denbiczak, 175 F. 3d

at 999, 50 USPQ2d at 1617. Broad conclusory statenents

standi ng al one are not "evidence." 1d.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 to 7 under 35 U.S.C. 8 112 is reversed and the
deci sion of the examner to reject clains 1 to 7 under 35
US. C 8103 is reversed. |In addition, we have remanded the

application to the exam ner for further action.
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This application, by virtue of its "special" status,
requires i medi ate action, see MPEP 8§ 708.01 (Seventh Edition,
Rev. 1, Feb. 2000).

REVERSED; REMANDED

BRUCE H. STONER, JR )
Chi ef Adm nistrative Patent Judge
)

BOARD OF PATENT
JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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